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Hong Kong International
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ADMINISTRATIVE PANEL DECISION
Case No. DCN-1700746

Complainant : Hermeés International
Respondent ERR

Disputed Domain Name  <FLhff.cn>

Registrar TR A PR A E]

1. Procedure History

On 2 June 2017, the Complainant filed a Complaint concerning the disputed
domain name <% Z;{1-.cn> (hereafter referred to as “Disputed Domain Name”) in

the English language with the Hong Kong International Arbitration Centre

(hereafter referred to as “the HKIAC”).

The Disputed Domain Name is registered by the Respondent “££% " with 22net,

Inc., IR ML ER.E] whose address is 111 Floor, Building Number 2,
Hangzhou Internet Innovation Pioneer Park, No. 176 Zlxia Street, West Lake

District, Hangzhou, Zhejiang 310030, China [¥r L&t A XLERT 176

SN EBEREIFTEINE 2 S42 11 14(310030)].

The HKIAC having considered the matter decided to appoint a single-member
panel in accordance with the China Internet Network Information Center
(hereinafter referred to as “CNNIC”) ccTLD Dispute Resolution Policy (hereafter
referred to as “Policy”), which took became effective from 21st November 2014
and the CNNIC ccTLD Dispute Resolution Policy Rules (hereafter referred to as
“Rules”) which took effective from 21st November 2014 and the HKIAC

Supplemental Rules to CNNIC ccTLD Dispute Resolution Policy (hereafter
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referred to as “Supplemental Rules™), issued by the HKIAC which took effective
from 21st November 2014.

On 23 June 2017, the HKIAC served a written notice of the Complaint to the
Respondent stating that the due date for the submission of Response by the

Respondent was 17 July 2017.

On 3 July 2017, the HKIAC wrote to Dr. Christopher To enquiring from Dr.
Christopher To as to whether he is available to act as the Panelist and if so whether
he is in a position to act independently and impartially between the Complainant

and the Respondent (hereinafter collectively called the “Parties™).

On 6 July 2017, Dr. Christopher To wrote to the HKIAC confirming his ability to

act.

On 6 July 2017, the HKIAC wrote to the Parties informing the Parties that Dr.
Christopher To (hereinafter called the “Panelist™) has been appointed in accordance
with the Policy, the Rules and the Supplemental Rules in respect of the Disputed

Domain Name.

The Panelist is of the view that the Panel was properly constituted and that the

Panelist has acted impartially in reaching its conclusion.

In accordance with Article 8 of the Rules, unless otherwise agreed by the Parties
or determined in exceptional cases by the Panel, the language of the domain name

dispute resolution proceedings shall be Chinese.

The Complainant requested the Panel to consider using English as the language of

the proceedings.

On 10 July 2017, the HKIAC received Administrative Panel Order No.1 from the

Panelist, stating that the Panelist shall conduct the matter in both Chinese and
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English provided the Respondent submits a response in accordance with Chapter
IV — The Response of the Rules, failing which the Panelist shall conduct the matter
in English. In the meantime, the Panelist emphasized that the Complainant did not

need to translate the Complaint and its annexes into Chinese.

On 11 July 2017, the HKIAC sent the Administrative Panel Order No.1 to the
Respondent [copying the Complainant] by E-mail, requesting the Respondent to
file its response in Chinese with the HKIAC within 20 days, i.e., on or before 31
July 2017.

On 31 July 2017, the Respondent did not submit a reply in accordance with the
Rules (Chapter IV “The Response™), nor did the Respondent express disagreement

to the Complainant’s request that English be the language of proceedings.

On 1 August 2017, the HKIAC notified the Panelist and the Complainant that the
Respondent did not file a response within the stipulated timeframe. In accordance
with the Administrative Panel Order No.1, the Panelist shall conduct the matter in
the English language. The Panelist was also invited to announce the date for

rendering a decision for the matter.

On 2 August 2017, the Panelist wrote to the HKIAC informing the HKIAC that it

shall render its decision on 16 August 2017.

On 2 August 2017, the HKIAC wrote to the Parties informing them that the Panelist

shall render its decision on 16 August 2017.

Factual Background

The Complainant

The Complainant, Hermeés International with its registered address at 34 rue du

Faubourg St. Honore, F-75800 Paris, France is a high fashion luxury goods
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manufacturer established in 1837. The company specializes in leather goods,
lifestyle accessories, home furnishings, perfumery, jewelry, watches, ready-to-
wear clothing and is listed as number 32 in the world of most innovative companies
and listed as number 48 as the world’s most valuable brands. In China, the
Complainant has a store in Shanghai which operates under their Chinese site

https://www.hermes.com/index cn.html.

The Complainant’s authorized representative in these proceedings is SILKA Law

AB located at 114 56 Stockholm, Sweden.

The Respondent

S, TN

The Respondent is an individual “#&% 2" whose address, telephone number, fax

number, place of registration are unavailable. The Respondent’s E-mail address is

caimei.xu@foxmail.com.

The Disputed Domain Name <% Z,{f-.cn > (Puny Name: xn—7mqw57flsla.cn)

was registered by the Respondent on 18 January 2017.

The Registrar

The Registrar for the Disputed Domain Name is 7 7 G 28 HF PR/ =], located

at 22 net, Inc, 11/F, Bldg No.2, Hangzhou Internet Innovation Pioneer Park, N0.176
ZlIxia Street, West Lake District, Hangzhou, Zhejiang 310030, China. The

Registrar’s telephone number is (+86 ) 4006602522 and its E-mail address is

service@22.cn.

Parties’ Contentions

The Complainant
The Complainant opened its first exclusive store in Beijing in 1996. “#& Zh{{:" is
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the Chinese word for the brand. Today, the Complainant sales are composed of
about 30% leather goods, 15% clothes, 12% scarves and 43% other wares. The
Complainant is also active in marketing its eye wear across multiple social media

sites such as YouTube, Twitter, Facebook, Google+ as follows:

Platform Direct link

Facebook https://www.facebook.com/hermes
Instagram https://www.instagram.com/hermes

Twitter https://twitter.com/hermes_paris

YouTube https://www.youtube.com/user/hermes/home
Google+ https://plus.google.com/+hermes

The Complainant owns several trademarks consisting or containing the word
“HERMES” both at an international level, including China where the Respondent

likely resides. An overview of the relevant registered trademarks is provided as

follows:
Trademark Date of Registration Type of
Registration number registration
HERMES 12/02/2009 1000404A International
= 12/10/1998 1214392 Chinese national
"t
= 07/07/2015 14580985 Chinese national
"ot

The Complainant owns various domain names registrations that include its

registered trademark such as: “www.hermes.com”, “www.hermes.com.cn”,

“www.hermes.cn”, “www.hermes.asia”. The Complainant uses these domain

names to connect to websites through which it informs potential customers about
its products. The Complainant has previously successfully challenged several
HERMES disputed domain names through the UDRP process and the Panelists in

those decisions rendered decisions in favor of the Complainant as the Complainant
owns Chinese trademarks for the word mark “#& ZL{f". Cases in point include but
not limited to the following:

"<hermes.clothing>" (WIPO decision No. D2014-1760);
"<hermesbyhaircutjp.org>" (WIPO decision No. D2013-1407);


https://www.facebook.com/hermes
https://www.instagram.com/hermes
https://twitter.com/hermes_paris
https://www.youtube.com/user/hermes/home
https://plus.google.com/+hermes
http://www.hermes.com/
http://www.hermes.com.cn/
http://www.hermes.cn/
http://www.hermes.asia/

"<discounthermeshandbags.net>" (WIPO decision No. D2011-1125);
"<hermes-birkins.net>" (WIPO decision No. D2011-0514);
"<hermes-online-store.com>" (WIPO decision No. D2011-0542).

A. The Disputed Domain Name is identical with or confusingly similar to the
Complainant’s name or mark in which the Complainant has civil rights and

interests (Article 8 of the Policy)

The Complainant advocates that the domain name < % L {f: .cn> is an

internationalized domain name (“IDN”) with the Punycode translation of xn—

7magw57flsla.cn which directly and entirely incorporates the Complainant’s

trademark “& (1",

The Complainant is of the view that the Disputed Domain Name would be
perceived by internet users as a website where they could find information about
the Complainant’s well-recognized products. The Complainant elaborates such
further by drawing to the Panelist’s attention the WIPO Overview on Selected
UDRP Questions, Second Edition (“WIPO Overview 2.0”), paragraph 1.2., as well
as the recent International Business Machines Corporation v. Sledge, Inc. / Frank
Sledge WIPO Case No. D2014-0581 where the Panel in that case stated that “In
addition, it is generally accepted that the addition of country code top-level suffix
in the domain name (e.g., “.cn” and ““.com.cn’) are to be disregarded under the

confusing similarity test”.

The Complainant also drew to the Panelist attention the HKIAC Case [Case. No.
DCN-1500631] Bayer AG v. HUO Gai Zben where the Panel in that case did not
elaborate further on the actual .com.cn extension and regarded the disputed domain

name to be identical to Complainant’s mark.

Based on the above contentions, the Complainant considers that the Disputed

Domain Name is identical to Complainant’s registered trademark.
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B. Holder of the Disputed Domain Name has no legitimate right or interest over

the domain name or the major part of the domain name (Article 8 of the Policy)

The Complainant has not found that the Respondent is commonly known by the
Disputed Domain Name. The WHOIS information is the only evidence in the

WHOIS record which relates the Respondent in relation to the Disputed Domain

At 1 |

Name. It identifies the registrant as “ff%2 2 "which is not similar in nature to the

Disputed Domain Name.

The Respondent has not provided the Complainant with any evidence of its use, or
demonstrated its preparations to use the Disputed Domain Name in connection with

a bona fide offering of goods or services consistent with having rights or legitimate
interest in the name “Hermes” or “%& (1",

The Complainant contends that when using search engines such as Google and
Baidu to search for information on the Disputed Domain Name, the returned results
point to the Complainant’s official website and news articles about the
Complainant’s business activity globally including the Chinese market. The
Complainant believes that if the Respondent performs a similar search before
registering the Disputed Domain Name, the Respondent would have quickly learnt
that the trademark is owned by the Complainant and that the Complainant has been

using its trademark in China and other countries around the world.

The Complainant finds that there is no evidence as to the Respondent’s history of
using, or preparing to use the Disputed Domain Name in connection with a bona

fide offering of goods and services.

The Complainant believes that it has become a distinctive identifier associated with
the term “%& L {f” and that the intention of the Respondent in registering the

Disputed Domain Name is to take advantage of the Complainant’s business and

goodwill.



The Complainant stated that the statute of limitations imposed by the CNNIC
favors the Respondent, as the Disputed Domain Name was registered on 18 January
2017 and it can be assumed that the Respondent will continue to passively hold the
Disputed Domain Name until 18 January 2019 when the Complainant will be
barred from bringing a Complaint under the Policy. Once this deadline expires, the
Respondent will be in a position to attempt to sell the Disputed Domain Name on
the open market, leaving the Complainant with no other means but to purchase the
Disputed Domain Name at a relatively high cost and to pursue lengthy formalities

associated with litigating the matter in the courts in China.

The Complainant contends that circumstances stated above suggest that the

Respondent has no legitimate interest in the Dispute Domain Name. The
registrant’s name “{#% 7z "does not reflect or resemble the Disputed Domain

Name in any way or form. Research undertaken in various search engines and

databases does not show that the Respondent has any registered trademark rights

or business affiliations in the name “& ZL{{-".

C. The holder of Disputed Domain Name registers or uses the Disputed Domain

Name in bad faith (Article 8 and 9 of the Policy)

The Complainant contends that the Disputed Domain Name currently resolves to
an inactive website. The Complainant draws to the Panelist’s attention of the case
of Telstra Corporation Limited v. Nuclear Marshmallows WIPO Case No. D2000-
0003, where the Panel in that case established that the registration and passive
holding of a disputed domain name which has no other legitimate use and
references a complainant’s trademark constitutes registration and use of the
disputed domain name in bad faith. In relation to the current case, the Complainant
advocates that it is clear that the Respondent has registered the Disputed Domain
Names in bad faith by intentionally adopting Complainant’s widely known marks
in violation of the Complainant’s rights. The Complainant further advocates that
Panels in other disputed domain names have found that the apparent lack of so-

called active use (e.g., to resolve to a website) of the disputed domain name without
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any active attempt to sell or to contact the trademark holder (passive holding), does
not as such prevent a finding of bad faith, but all circumstances of the case must be

examined to determinate whether the Respondent is acting in bad faith.

The Complainant states that a well-known trademark that predates the registration
of the Disputed Domain Name, which is being ‘actively used’ to cause significant

damage to the Complainant’s brand is an example of a bad faith use requirement.

The Complainant avers that regardless of the fact that the Disputed Domain Name
is currently not in use, the circumstances surrounding this inaction passive holding

constitutes use of the Disputed Domain Name in bad faith.

The Complainant summarises it’s stance by stating that the confusingly similar
nature of the Disputed Domain Name to Complainant’s trademarks as well as
preventing the Complainant from reflecting its mark in the corresponding Disputed
Domain Name under the ccTLD.cn further demonstrates a lack of good faith. In
addition, the Complainant states that the Respondent has had ample time and
opportunity to activate the Disputed Domain Name to demonstrate that the use
would not constitute bad faith use, however as of the filing of the Complaint the
Respondent has not activated the Disputed Domain Name. The Complainant’s
international and Chinese trademark registrations predates the Respondent’s
Disputed Domain Name registration and it is highly unlikely that the Respondent
was not aware of the rights the Complainant had in the trademarks and the value
of said trademarks, at the time of the registration. As a result, the Complainant
strongly believes that the Respondent registered and is using the Disputed Domain

Name in bad faith and requests the Panelist to transfer the Disputed Domain Name
<% L, {f.cn> to the Complainant.

The Respondent

The Respondent did not reply to the Complainant’s contentions.

Discussion



Language of proceedings

Article 8 of the Rules provides that:

“Unless otherwise agreed by the Parties or determined in exceptional cases by the
Panel, the language of the domain name dispute resolution proceedings shall be
Chinese. The Panel may order that any documents submitted in languages other

than Chinese be wholly or partially translated into Chinese.”

The Complainant requested that the language of the proceeding be in the English
language on the basis that: (1) there is substantial proof to demonstrate that the

Respondent is acquainted with the English language and the Disputed Domain

Name is exclusively composed of the International trademark “& Z;{f:” which is

translated into the words HERMES and “#& ZL{f” has no literal meaning in the

Chinese language; (2) the website is not active and does not target a particular
sector of the Chinese audience and the Complainant is not in a position to conduct
proceedings in the Chinese language without a great deal of additional expense and
undo delay as a result of having to translate the Complaint and the supporting
Annexes; (3) similar to the WIPO case No. D2016-0759 Mou Limited v. Zeng

Xiang / Debra Nelis / Privacy Protection Service Inc. d/b/a PrivacyProtect.org,
[similar in nature to the current case, in which the trademark “7& & {1 is involved,

in which a Chinese registrar was involved and where the registration agreement
was in the Chinese language] where the WIPO in that case accepted a response in
either the English or Chinese language, whereas the Complainant was granted
permission by the Panel to submit the Complaint and its supporting evidence in the
English language, as the Panel in that case stated that *“...the fact that to require
the Complaint and all supporting documents to be re-filed in Chinese would, in the
circumstances of this case, cause an unnecessary cost burden to the Complainant

and would unnecessarily delay the proceeding.”.

The HKIAC wrote to the Respondent in relation to the language of the proceedings.
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The Respondent, however, did not reply to the HKIAC’s request.

The final determination of the language of the proceeding lies with this Panel.
Article 31 of the Rules gives the Panel a broad discretion with regard to the conduct
of the proceedings, bearing in mind that the proceedings shall take place with due
expedition and reasonable expense. The Panel notes that the Respondent is fully
aware of the Complainant’s contentions against the Respondent and was invited to
make submissions by the HKIAC through various E-mails in which HKIAC
conveyed such in both the Chinese and English language. The Respondent did not
make any objections to the Complainant’s request to have the proceedings be

wholly conducted in the English language.

This Panel finds that the Disputed Domain Name is composed exclusively of the
Chinese words “7& &{1-”, the combination of which is distinctive and it does not

mean anything in the Chinese language other than to refer such to the

Complainant's international trademark.

This Panel also notes that it may lead to significant additional cost for the
Complainant to have to translate all documents submitted from the English
language into the Chinese language. As such this Panel notes that the grounds
advanced by the Complainant are only partially satisfactory as there is no cogent
evidence to prove that the Respondent has competency in understanding the
English language, other than that advanced by the Complainant. It is the
Complainant who has the burden of proof to advance such a contention,
nevertheless this Panel believes that there is no need for the Complainant to

conduct such investigation. Moreover, it is highly likely that Chinese customers
rather than non-Chinese may search the Chinese term “& {1 if they would like

to look for related information of well-recognized products.

This Panel shall balance the questions of fairness to both parties with due

consideration to cost and expedition. The fact that the Respondent’s continuous
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silence throughout the entire proceedings, even though given every opportunity to

respond is a factor which this Panel will take into consideration in its determination.

This Panel notes, that the fact the Complainant does not understand Chinese is also
not of great relevance. Nevertheless, given the Respondent has not responded to
the case on its merits or in relation to the language of the proceedings, it would be
unfair on the Complainant to request the Complainant to translate the Complaint
into Chinese. As the only documents before this Panel are in English, the decision

will be issued in English.

In the circumstances of this case, the Panel determines that English shall be the
language of the proceeding. The Panel is of the opinion that it is appropriate to
render the definitive text of its decision in English, and provide the Parties with a
translated Chinese version of the Panel’s decision included herewith for
convenience as per Appendix 1 (Chinese Translation). In the event of any
inconsistencies between the English and Chinese texts of the Panel’s published

decision, the decision in English shall be the definitive text of the decision.

Findings of substantive issues

The burden for the Complainant under Article 8 of the Policy is to prove that:

I. The disputed domain name is identical with or confusingly similar to
the Complainant's name or mark in which the Complainant has civil
rights or interests;

ii.  The disputed domain name holder has no right or legitimate interest
in respect of the domain name or major part of the domain name;

iii.  The disputed domain name holder has registered or has been using

the domain name in bad faith.

Article 7 of the Policy states that the Complainant and the Respondent shall each

bear the burden of proof for their own claims.
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Article 31 of the Rules states that if the Respondent does not submit a response,
the Panel shall, in absence of exceptional circumstances, decide the dispute based

upon the Complaint.

Identical or Confusing Similarity

The ownership of a trademark is generally considered to be a threshold standing
issue. The location of the trademark, its date of registration (or first use) and the
goods and/or services for which it is registered, are all irrelevant for the purpose of
finding rights in a trademark under the first element of the Policy. Such factors
may, however, bear on a Panel's determination whether the Respondent has
registered and used the Disputed Domain Name in bad faith under the third element
of the Policy. (See Paragraph 1.1 of the WIPO Overview of WIPO Panel Views on
Selected UDRP Questions, Third Edition ("WIPO Overview 3.07)).

This Panel finds that Complainant has a widespread reputation and a significant
goodwill in the high fashion industry in the Chinese market after years of extensive

marketing, promoting and advertising.

The distinctive part of the disputed Domain Name <& & {f:.cn> is “& L {f:”, other

than the suffix which does not alter the fact that it is identical to Complainant’s
registered trademark, thus internet users encountering the Respondent’s domain
name is likely to be confused into beliveing that there is some relationship,
connection, approval or association between the Respondent and the Complainant,

when, in fact, no such affiliation exists.

(1R 1 |

This Panel finds that the Respondent’s name “#r %22 is not similar to the

Disputed Domain Name in appearance and pronunciation. “& Z;{{-” does not have
any literature or semantic or syntactic meaning in Chinese from a linguistic

perspective. The combination of three Chinese words “%&”,“Z,”and “{1-” is against
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Chinese language habits and is not idiomatic. It is highly likely that the said

compound word is a made-up word or a transliterated word.

The first part of Article 8 of the Policy is therefore satisfied.

Rights or Legitimate Interests of the Respondent

The Complainant is required to make out a prima facie case that the Respondent
lacks rights or legitimate interests. Once such prima facie case is made, the
Respondent carries the burden of demonstrating rights or legitimate interests in the
domain name. If the Respondent fails to do so, the Complainant is deemed to have
satisfied the second condition under Article 8 of the Policy (See paragraph 2.1 of

WIPO Overview 3.0).

The Complainant has rights in the HERMES and %% 2 {1- trademarks [since 1998]

which predates the Respondent’s registration of the Disputed Domain Name [of 18

January 2017].

This Panel finds that the Complainant has established a prima facie case on the

ground that the Complainant has not authorized, licensed or permitted the
Respondent to use its trademark “& &, {f-”” and has alleged that the Respondent has

no rights or legitimate interests in the Disputed Domain Name and thereby the
burden of proof shifts to the Respondent to produce evidence to rebut this
presumption (see The Argento Wine Company Limited v. Argento Beijing Trading
Company, supra; Do The Hustle, LLC v. Tropic Web, WIPO Case No. D2000-0624;
Croatia Airlines d.d. v. Modern Empire Internet Ltd., WIPO Case No. D2003-0455).
The Respondent did not submit a response and did not provide any evidence to

show any rights or legitimate interests over the Disputed Domain Name.

Further, this Panel finds that the Disputed Domain Name is pointing to an inactive

page and the Respondent does not have a history of using, or preparing to use the
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Disputed Domain Name in connection with a bona fide offering of goods or serves.
There is no evidence to show that the Respondent is known by the Disputed

Domain Name.

This Panel finds that the Complainant has made out a prima facie case that the
Respondent lacks rights or legitimate interests in respect of the Disputed Domain
Name, because (i) the Respondent is not commonly known by the Disputed

Domain Name; (ii) the Respondent has no relationship with the Complainant's

business and is not authorized or licensed to use the trademark & L {+.

The second part of Article 8 of the Policy is therefore satisfied.

Registered or Used in Bad Faith

Article 9 of the Policy provides circumstances where evidence of the registration
and use of a domain name in bad faith:

Any of the following circumstances may be the evidence of the registration and use
of a domain name in bad faith:

I. The purpose for registering or acquiring the domain name is to sell, rent or
otherwise transfer the domain name registration to the complainant who is
the owner of the name or mark or to a competitor of that complainant, and
to obtain unjustified benefits;

ii.  The disputed domain name holder, on many occasions, registers domain
names in order to prevent owners of the names or marks from reflecting the
names or the marks in corresponding domain names;

iii.  The disputed domain name holder has registered or acquired the domain
name for the purpose of damaging the Complainant's reputation, disrupting
the Complainant's normal business or creating confusion with the

Complainant’s name or mark so as to mislead the public.

This Panel is of the view that the Respondent must have known of the

Complainant’s trademark before registering the Disputed Domain Name.
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The fact that the Respondent registered the Disputed Domain Name would reveal
no more than the Respondent’s intention to prevent the Complaint from registering
the relevant Disputed Domain Name that correspond to the Complainant’s
trademarks. Moreover, the Respondent used the Disputed Domain Name to resolve
to an inactive website which proves that the Respondent has deliberately prevented
the Complainant from reflecting its trademark in a domain name thus creating
confusion to the Complainant’s customers as well as damaging the Complainant’s

image and reputation.

The third part of Article 8 of the Policy is, therefore, satisfied.
5. Decision

For the foregoing reasons, in accordance with Article 14 of the Policy and Avrticle
37 of the Rules, this Panel orders that the Disputed Domain Name <& E;{{-.cn> be
transferred to the Complainant.

774

!
Dr. Christopher To

Sole Panelist

Date: 16" August 2017

Attachment: Appendix 1 (Chinese Translation of the decision)
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Appendix 1 (Chinese Translation)
In the event of any inconsistencies between the English and Chinese texts of the Panel’s
published decision, the decision in English shall be the definitive text of the decision
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REHIHZIFR AN Hermés International , Bttt /i A E AR BIEERR
(X7 34 £(34 rue du Faubourg St. Honore, F-75800 Paris, France), E5
{EFR ( Hermes International ) REIEIZTF 1837 F , BiZEZBHISILES
HEEREFH  TITRENR. SERARRM. &K HKE. FRURK
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IRIFAFRUCIEAR SILKA Law AB , BXEEHBIEOIREHREEI/REE 114 56 5

( 114 56 Stockholm, Sweden ),
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